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Overview

#FishWebinar
@FishPostGrant

• How often? … bi-monthly

• When? … 2nd Wednesday
• Topics? …
• Important decisions

• Developments
• Practice tips

•

Housekeeping
• CLE
• Questions
• Materials
•

http://fishpostgrant.com/webinars/
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Agenda

#FishWebinar
@FishPostGrant

• Introduction and Overview of the PGR Appeals at
the CAFC
• Best Practices
• Important Recent Case Developments

• Important Unresolved Questions
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Introduction and Overview
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Appeals Filed in Major Origins

Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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2017 Cases by Origin

Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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Breaking it Down Further

Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as of October
2017
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Historical Caseload - Overall

Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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Mean Time to Disposition

Data from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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Dispositions of CAFC Post-Grant Appeals
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Other , 3%

Mixed, 12%

Affirmed, 76%

Affirmed

Mixed

Reversed/Vacated

Data from Docket Navigator, 03-12-2018

Other
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Rule 36
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The Stats

Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as
of October 2017
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Best Practices
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At the CAFC
• Standards of Review are VERY Important

• Legal Issues: de novo
• Facts: “substantial evidence”
• Evidentiary Ruling: “abuse of discretion”
• PTAB Rules: Chevron deference?
• Explaining things in a clear and understandable manner is VERY

important
• Remember, the average age of a Federal Circuit Judge is 69 years old
• Several have technical backgrounds, but most do not
• General Rule – never use a technical term until you have explained what
that term means
• Avoid using acronyms
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As Appellant
DO:
• Focus on legal errors, e.g.
• claim construction
• due process
• improper obviousness analysis
• If presenting a factual issue
• Clearly explain the technology and why the
Board’s decision is erroneous.
• Be Creative and persistent
• No matter what, make the Court want to decide
in your favor and give the Judges a basis for
doing so.
DON’T:
• Simply re-argue the case you presented before
the Board.
• Get dragged down into fights you can’t win.
• Get stuck in “substantial evidence” jail.
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As Appellee
DO:
• Start by explaining the Board’s decision and all
of the substantial evidence supporting the
Board’s decision.
• Protect yourself against all-out reversals—
make sure that the Court understands if there
are undecided issues that need to be
addressed.
• Present your case in a straightforward way that
makes the Court feel comfortable with
affirming.

DON’T:
• Simply accept how appellant has framed the
issues. If what is being appealed is just facts,
call that out.
• Get drawn into factual dispute. The Board
decides the facts. All that matters is “substantial
evidence.”
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Before the Board – Prepare for Appeal
• More likely than not, there is going to be an appeal.

• Substantial majority of Board decisions are appealed, as appeals are
generally very cost-efficient.
• Think about issues that might be appealed.

• Highlight appealable issues in briefing before the Board preemptively.
• Lots of case-specific strategy as to whether you want to propose explicit
claim constructions.
• Creates a legal issue to appeal, which may or may not be good.

• Look for opportunities to create “legal” issues.
• E.g., “judicial estoppel” as we had in a recent case

• Think about the decision you want the Board to write, and how you want to
win.
• Have your expert, somewhere in the declaration, provide some

background about the technology that can be cited in appellate briefs.
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Case Law Developments:
CAFC

18

Aqua Products: Amendments
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Aqua Products: Amendments
Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017)
(en banc)
• No clear majority opinion.

• Burden of persuasion.
• Patent Owner does not have the burden of persuasion w/r/t establishing the
unpatentability of proposed amended claims.
• Unsettled whether PTO could, via rulemaking, place the burden of persuasion
on the Patent Owner.

• Burden of production?
• Statute requires patent owner to file a “motion to amend the patent.”
• As such, some sort of burden will remain with the patent owner, but the
ultimate burden of persuasion as to the patentability of substitute claims will lie
with the petitioner.
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Aqua Products: Amendments
Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017)
(en banc)
• The PTAB is still trying to determine the practical implications of Aqua
Products.
• Our experience has been that various Board members read Aqua
Products quite differently.
• Some members believe (correctly?) that Aqua Products left the general

structure intact and that the Patent Owner bears the burden of production.
• Other members seem to be more hardline, believing that the petitioner has all

of the burden.

• Still an open question as to whether the Board can, on its own, conduct
an examination of proposed substitute claims and find issues that the
petitioner has not identified.
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Wi-Fi One: Appeal of Institution Decisions
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Wi-Fi One: Appeal of Institution Decisions
• Court finds PTAB decisions relating to time-bar ARE reviewable on appeal.
• “Starting with the statutory language, § 314(d) provides that “[t]he
determination by the Director whether to institute an inter partes review
under this section shall be final and nonappealable.” (emphasis added).
The natural reading of the statute limits the reach of § 314(d) to the
determination by the Director whether to institute IPR as set forth in §
314.”
• “In contrast, § 315(b) controls the Director’s authority to institute IPR that
is unrelated to the Director’s preliminary patentability assessment or the
Director’s discretion not to initiate an IPR even if the threshold “reasonable
likelihood” is present.”
• The rationale is that 314(a) decision is a preliminary merits decision, which
will be reviewable on appeal after FWD. “Whether a petitioner has
complied with § 315(b) is not such a determination, as it has nothing to do
with the patentability merits or discretion not to institute.”
23

Wi-Fi One: Appeal of Institution Decisions
• What parts of institution decisions are “final and nonappealable?”

• “We do not decide today whether all disputes arising from §§ 311–14 are
final and nonappealable.”

• The approach the opinion takes seems to suggest that everything besides
§ 314(a) would be reviewable.
• When are § 315 decisions appealable?

• After institution?
• After FWD?
• Too early for answers to these questions.
• Unlike this opinion will have much practical impact, as parties are good

about filing IPRs on time.
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Standing to Appeal
• Anyone but the patent owner can file an IPR or PGR.

• 35 U.S.C. § 311(a) (“[A] person who is not the owner of a patent may file
with the Office a petition to institute an inter partes review of the patent.”)

• 35 U.S.C. § 321(a) (“[A] person who is not the owner of a patent may file
with the Office a petition to institute a post-grant review of the patent.”)
• No need to separately prove Article III standing at the Board—it’s not a

court.
• But a party does not to have Article III standing to pursue an appeal.

• Injury-in-fact (Concrete, imminent, particularized)
• Causation
• Redressability
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Standing to Appeal: CAFC Decisions
• Generalized grievances by a patent challenger are not enough
• Phigenix, Inc. v. Immunogen, Inc., 845 F.3d 1168 (Fed. Cir. 2017)
• Appellant did not face a risk of an infringement suit on the patent.
• Appellant was not an actual or prospective licensee of the patent.
• Appellant did not allege it had any plans that might implicate the patent.
• Instead, Appellant alleged that the patent’s existence might increase competition

between the parties for licensing revenue.

• Consumer Watchdog v. WARF, 753 F.3d 1258 (Fed. Cir. 2014)
• Similar ruling, but for inter partes reexamination.

• Imminent risk of infringement suit confers standing
• PPG Industries, Inc. v. Valspar Sourcing, Inc., 679 F. App’x 1002 (Fed. Cir.
2017) (non-precedential)
• Patent challenger had launched product, and at least one customer reported being

contacted by the patentee about infringement.
• Patentee subsequently filed infringement suit.
• Estoppel provisions reinforced the injury.
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Standing to Appeal: CAFC Decisions
• Parties do have standing to defend a favorable PTAB

decision.
• Personal Audio LLC v. Electronic Frontier Foundation, 867 F.3d
1246 (Fed. Cir. 2017).
• EFF had standing to appear, because the patent owner (appellant)

had filed the appeal and had standing to defend its patent rights.
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Altaire and Momenta: Standing to Appeal
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Standing to Appeal: Biosimilars
• Momenta Pharmaceuticals, Inc. v. Bristol-Myers Squibb Co., No.
17-1694 (argued Dec. 5, 2017) (Newman, Dyk, Chen)
• Momenta’s product is in clinical trials.

• Momenta has multiple formulation options—one of which infringes, and
another of which does not.
• Momenta has not yet filed an FDA biosimilar application (it needs to
complete clinical trials first).

• Clinical trials on a biosimilar are expensive, as is changing the formulation
mid-stream.
• Momenta’s decision on which formulation to pursue will depend (at least in
part) on whether the patent is valid.

• The estoppel provision would presumably limit Momenta’s ability to
challenge the patent’s validity later in litigation.
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Standing to Appeal: Pharmaceuticals
• Altaire Pharamceuticals, Inc. v. Paragon Bioteck, Inc., No. 17-1487
(argued March 6, 2018) (O’Malley, Schall, Wallach)
• Altaire had been selling a product whose use was covered by the patent
for years before the filing.
• The parties partnered to get FDA approval for that product, and, under a
contract, Altaire is currently manufacturing for Paragon.
• In the interim, Paragon patented the old use of the product, and Altaire is
challenging the patent in PGR.
• The patent will block Altaire from resuming selling the product on its own
(or filing an ANDA).
• But Altaire does not currently plan to start selling the product on its own
until the parties’ contract terminates, either in May 2021 or earlier (if
Paragon succeeds in terminating it early).
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Due Process/Administrative Procedure Act
• The APA gives litigants in an agency action certain procedural rights.
• PTO must timely inform a litigant of all matters of law and fact to be
decided (5 U.S.C. § 554(b)(3)).
• No changing theories mid-stream without an opportunity to respond.

• PTO must permit parties to submit rebuttal evidence and cross-examine
as may be required for full disclosure of the facts (5 U.S.C. § 556(d)).
• The Board has some discretion in setting its procedures, but it cannot

fall below the statutory (and constitutional minimum).
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EmeraChem: Due Process
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Due Process/Administrative Procedure Act
• EmeraChem Holdings, Inc. v. Volkswagen Group of America, Inc.,

859 F.3d 1341 (Fed. Cir. 2017)
• Board used a prior art reference to invalidate some dependent claims that
neither the petition nor institution decision had discussed in connection
with those claims.
• Did not matter that the parties had extensively briefed the reference when
addressing other claims, because it was a different context.
• Novartis AG v. Torrent Pharms., Ltd., 853 F.3d 1316 (Fed. Cir. 2017)

• The Board was free to cite a reference as evidence of what a skilled
artisan would know.

• The reference had been cited in the Institution Decision and discussed at
length by the parties.
• Although the Board used the reference in a slightly different way than the
petition, the Patent Owner had addressed the issue in its response and so
had an opportunity to respond.
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The Board Must Explain Its Reasoning
• Ultratec, Inc. v. CaptionCall, LLC, 872 F.3d 1267 (Fed. Cir. 2017)

• The Board had refused to admit expert testimony from a litigation that may
have impeached the expert’s IPR testimony.
• The CAFC vacated, because the Board hadn’t explained its reasoning.
• The CAFC criticized the Board for dealing with the issue entirely on an
unrecorded conference call.
• Personal Web Technologies, LLC v. Apple, Inc., 848 F.3d 987 (Fed.

Cir. 2017)
• CAFC vacates decision where the Board failed to explain one claim
limitation entirely.
• The Board also dealt with another limitation by relying (without
explanation) on prior art reference A, even though the petitioner had relied
solely on reference B.
• The Board also failed to explain why a skilled artisan “would” have
combined the apart, as opposed to why she “could” have combined it.
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Outstanding Issues
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Post-Grant at the Supreme Court
• Oil States Energy Services, LLC v. Green’s Energy Group, LLC

• Constitutionality of IPR.
• Argued on November 27, 2017.
• Oral Argument suggests affirmance of CAFC, but likely split.
• Decision soon?
• SAS Institute v. Matal

• Whether Board is required to address all claims in FWD.
• Argued on November 27, 2017.
• Oral Argument suggests affirmance of CAFC, less controversial than Oil
States.
• Decision soon?
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Unresolved Issues at the CAFC
• Appropriate level of deference for PTO rulemaking?

• Aqua Products indicates that the Court is split on how much the PTO
should be given deference.
• Some decisions have hinted at giving the PTO Chevron deference as to
interpretation of statutory terms (such as the meaning of “covered
business method patent”; others have given less deference.
• The role of the PTAB in post-grant proceedings

• Recent oral arguments (Aqua Products; Oil States) have focused on the
nature of IPR.
• Is IPR “examinational” where the Board acts more like an examiner and
can take more of an active role? APA/Due Process problems? Can the
Board pick up slack for the petitioner?
• Is IPR “adjudicatory” like a district court? If so, is the Board then required,
for example, to issue amended claims it believes are unpatentable?
• Most likely, some mix of the two, but the lines still aren’t clearly drawn.
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Post-Grant Resources

38

Resources

#FishWebinar
@FishPostGrant

• Fish Websites:
• Post-Grant for Practitioners: http://fishpostgrant.com/webinars/
• General: http://fishpostgrant.com/

• 2017 Post-Grant Report: http://fishpostgrant.com/download/fishpost-grant-report-2017/
• Post-Grant App: http://fishpostgrant.com/app/

• Post-Grant Radio: http://fishpostgrant.com/podcasts/

• USPTO Sites:
• AIA Main: http://www.uspto.gov/aia_implementation/index.jsp
• Inter Partes: http://www.uspto.gov/aia_implementation/bpai.jsp
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Thank You!
John Dragseth
Principal
Twin Cities
dragseth@fr.com
612-337-2550

Oliver Richards
Associate
San Diego
orichards@fr.com
858-678-4715

Please send your NY CLE forms or questions about the
webinar to Lauren McGovern at mcgovern@fr.com
A replay of the webinar will be available for viewing at
http://www.fishpostgrant.com/webinars
© Copyright 2018 Fish & Richardson P.C. These materials may be considered advertising for legal services under the laws and rules of professional conduct of
the jurisdictions in which we practice. The material contained in this presentation has been gathered by the lawyers at Fish & Richardson P.C. for informational
purposes only, is not intended to be legal advice and does not establish an attorney-client relationship. Legal advice of any nature should be sought from legal
counsel. Unsolicited e-mails and information sent to Fish & Richardson P.C. will not be considered confidential and do not create an attorney-client relationship
with Fish & Richardson P.C. or any of our attorneys. Furthermore, these communications and materials may be disclosed to others and may not receive a
response. If you are not already a client of Fish & Richardson P.C., do not include any confidential information in this message. For more information about
Fish & Richardson P.C. and our practices, please visit www.fr.com.
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