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Post-Grant Appeals at the Federal Circuit

Since 2015, the Faderal Circuit has decidad over 280 PTAS appeals from infer parfes review and coverad
business methods proceedings. Join Fish attomeys Craig Countryman and Oliver Richards on
Wednesday, March 14, as they discuss posi-grant appeals at the Federal Circuit. including procedura
issues that will impact future cases. Addtiona’ topics will include:

= Recent statistics and trends

* Case law developments 3t the PTAB and Federal Circuit

* Notable decisions including Aqua Products, inc. v Matsl, Wi-Fi One, LLC v Brosdcom Corp., and
EmeraChem Holdings. LLC v Volkswagen Group of America. inc

* Best practices and guidance for practicing before the Federal Circuit

Register now for this Post-Grant for Practitioners webinar.
Wednesday, March 14, 2018

1:00 PM - 2:00 PM EST
Via the web

Speakers:

Craig Countryman Oliver Richards
countryman@ir.com orichards@fr.com
Principal Associate
Southern Califoria Southern California

REGISTER

Fish & Richardson wil apply for 1.0 hour of general CLE cradit in most states. if you would like to receve
CLE credit, register with your state bar information.

f you have questions, please contact Lauren McGovern at megovem @ com.

update! Sign up for View webinar replays Connect with
the eNewsletters from our Post-Grant for Fish & Richardson
of your choice. Practitioners series. on Linkedin



http://fishpostgrant.com/webinars/

A d #FishWebinar
gen a @FishPostGrant

Alntroduction and Overview of the PGR Appeals at
the CAFC

ABest Practices
Almportant Recent Case Developments

Almportant Unresolved Questions
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Introduction and Overview
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2017 Cases by Origin
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F I S H . Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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Breaking it Down Further

Federal Circuit Opinions and Rule 36 Affirmances in
Appeals Arising from the USPTO
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Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as of October
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Historical Caseload - Overall
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Mean Time to Disposition

EYO08 EYO09 FEY10 FY11 FY12 FEY13 FEY14 FEY 15 EY 16 FY17 p:E;:::In
bistrict Court 11.0 110 11.0 11.2 11.8 11.8 12.0 12.0 13.0 13.0 11.8 I
Court of Federal Claims 9.2 10.3 10.0 10.6 9.9 104 100 10.0 9.0 9.0 10.0
Court of International Trade 124 115 11.0 12.2 12.6 124  13.0 12.0 13.0 15.0 12.4
Court of Appeals Veterans Claims 8.0 9.3 9.3 6.0 8.6 11.2 10.0 7.0 7.5 6.0 8.3
Board of Contract Appeals 9.6 119 8.8 10.0 11.5 133  16.0 10.0 10.0 9.0 10.0
Department of Veterans Affairs 4.8 18.9 n/a 19.4 15.7 n/a n/a 16.0 13.0 17.0 16.0
Department of Justice nfa 8.9 8.9 n/a n/a 9.7 12.0 59 12.0 13.0 9.7
International Trade Commission 14.4 14.4 14.8 14.6 16.1 13.7 16.0 13.0 17.0 13.0 14.5
Merit Systems Protection Board 58 6.5 6.1 6.1 6.4 7.4 6.0 6.5 7.0 6.0 6.3
; 400 Al 498 4
|F‘ater1t and Trademark Office 8.9 9.3 8.2 11.2 11.7 10.1 10.0 11.0 11.0 13.0 10.6 I
Government Accountability Office n/a nia n/a nia n/a n/a n/a n/a 11.0 n/a 11.0

Overall Median per Fiscal Year 94 10.7 9.7 11.2 11.7 11.2 12.0 105 11.0 13.0

Data from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017
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Dispositions of CAFC Post-Grant Appeals
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F I S H . Data from Docket Navigator, 03-12-2018
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Rule 36

Federal Cirer* ﬁ ‘3'(’

Rule 36. Ex pinion
The court.n O~ PetiTION FOR A WRIT OF CERTIORARI TO THE UNITED is rule,
whe»" StaTes COURT OF APPEALS FOR THE FEDERAL CIRCUIT i nion would
\e ’56" PETITION FOR A WRIT OF CERTIORARI abased on
&\) 6(3, REASONS FOR GRANTING THE PETITION. . . .. 24 jlll'au
hﬁ ‘E o A. The Federal Circuit’s Frequent Use of Rule
’(1 e d 36 in PTAB Appeals Calls Into Question
- _ the Integrity of the Judicial Process -
stand i WS T
(e) a jud
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The Stats

Frequency of Opinions and Rule 36 Affirmances in
Appeals arising from the BPAl and PTAB
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Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as
of October 2017
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Best Practices
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At the CAFC

A Standards of Review are VERY Important
A Legal Issues: de novo
AFact s: Asubstantial evidenceo
AEvidentiary Ruling: fAabuse of discHt
A PTAB Rules: Chevron deference?

A Explaining things in a clear and understandable manner is VERY
Important

A Remember, the average age of a Federal Circuit Judge is 69 years old
A Several have technical backgrounds, but most do not

A General Rule i never use a technical term until you have explained what
that term means

A Avoid using acronyms

FISH. u




As Appellant

DO:
A Focus on legal errors, e.g.
A claim construction
A due process
A improper obviousness analysis
A If presenting a factual issue
A Clearly explain the technology and why the
Boardos decision 1is
A Be Creative and persistent
A No matter what, make the Court want to decide
in your favor and give the Judges a basis for

doing so.

DONGO T:

A Simply re-argue the case you presented before
the Board.
A Get dragged down into
A Get stuck i

N Asubstant.

e

d

15




As Appellee

DO:

AStart by explaining the
of the substantial evidence supporting the
Boardodos deci si on.

A Protect yourself against all-out reversalsd
make sure that the Court understands if there
are undecided issues that need to be
addressed.

A Present your case in a straightforward way that
makes the Court feel comfortable with
affirming.

DONGO T:
A Simply accept how appellant has framed the
iIssues. If what is being appealed is just facts,

call that out.
A Get drawn into factual dispute. The Board
deci des the facts. Al

evidence. 0

FISH. o




Before the Board i Prepare for Appeal

A More likely than not, there is going to be an appeal.

A Substantial majority of Board decisions are appealed, as appeals are
generally very cost-efficient.

A Think about issues that might be appealed.
A Highlight appealable issues in briefing before the Board preemptively.

A Lots of case-specific strategy as to whether you want to propose explicit
claim constructions.

A Creates a legal issue to appeal, which may or may not be good.
ALook for opportunities to create 0l

AE. g., Ajudi ci al estoppel 0 as we had i
A Think about the decision you want the Board to write, and how you want to
win.

A Have your expert, somewhere in the declaration, provide some
background about the technology that can be cited in appellate briefs.

FISH. v




Case Law Developments:
CAFC
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Aqua Products: Amendments

United States Court of Appeals

for the FFederal Civcuit

AQUA PRODUCTS, INC,,
Appellant

V.

JOSEPH MATAL, PERFORMING THE FUNTTARE

AND DUTIES OF THE UNDER SECRETA
COMMERCE FOR INTELLECTUAL PROI
AND DIRECTOR, U.5. PATENT AND TRAD
OFFICE,
Intervenor

2015-1177

Appeal from the United States Patent and T
Office, Patent Trial and Appeal Board in No.
00159,

Decided: October 4, 2017

_—

Opinion filed by Circuit Judge O'MALLEY, in which Circuit
Judges NEWMAN, LOURIE, MOORE, and WALLACH join, and
in which Circuit Judges DYK and REYNA concur in result.

Opinion filed by Circuit Judge MOORE, in which Circuit
Judges NEWMAN and O'MALLEY join.

Opinion filed by Circuit Judge REYNA, in which Circuit
Judge DYK joins, and in which Chief JJudge PROST and
Circuit Judges TARANTO, CHEN, and HUGHES join in part.

Opinion filed by Circuit Judge TARANTO, in which Chief
Judge PROST and Circuit Judges CHEN and HUGHES join,
dissenting from the judgment, and in which Circuit
Judges DYK and REYNA join in part in other respects.

Opinion dissenting from the judgment filed by Circuit
Judge HUGHES, in which Circuit Judge CHEN joins.

FISH.

19




Aqua Products: Amendments

Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017)
(en banc)

A No clear majority opinion.

A Burden of persuasion.

A Patent Owner does not have the burden of persuasion w/r/t establishing the
unpatentability of proposed amended claims.

A Unsettled whether PTO could, via rulemaking, place the burden of persuasion
on the Patent Owner.

A Burden of production?
A Statute requires patentownertof i | e a fimoti on to amen

A As such, some sort of burden will remain with the patent owner, but the
ultimate burden of persuasion as to the patentability of substitute claims will lie
with the petitioner.

FISH. .




Aqua Products: Amendments

Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017)
(en banc)

A The PTAB is still trying to determine the practical implications of Aqua
Products.

A Our experience has been that various Board members read Aqua
Products quite differently.

A Some members believe (correctly?) that Aqua Products left the general
structure intact and that the Patent Owner bears the burden of production.

A Other members seem to be more hardline, believing that the petitioner has all
of the burden.

A Still an open question as to whether the Board can, on its own, conduct
an examination of proposed substitute claims and find issues that the
petitioner has not identified.

FISH. §




Wi-Fi One: Appeal of Institution Decisions

United States Court of Appeals
for the Federal Cireuit Decided: January 8, 2018

WI-FI ONE, LLC,
Appellant

V.

BROADCOM CORPORATION,
Appellee

JOSEPH MATAL, PERFORMING THE FUNCTIONS

AND DUTIES OF THE UNDER § S “— _
COMMERCE FOR INTELLECTL Opinion for the court filed by Circuit Judge REYNA, in
AND DIRECTOR, U‘Sbiﬂgg TAl which Chief Judge PROST and Circuit Judges NEWMAN,
Intervenor MOORE, O'MALLEY, WALLACH, TARANTO, CHEN,
and STOLL join.
2015-1944 ) )
Concurring opinion filed by Circuit Judge O'MALLEY.
Appeal from the United States Pai _ _ @ = ) . :
Office, Patent Trial and Appeal Boa Dissenting opinion filed by Circuit Judge HUGHES, in

00601, . . . . &
which Cireuit Judges LOURIE, BRYSON, and DYK join.

FISH.
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Wi-Fi One: Appeal of Institution Decisions

A Court finds PTAB decisions relating to time-bar ARE reviewable on appeal.

AR St a with ithe gjatutory language, A314 (d) provi des
determination by the Director whether to institute an inter partes review

under this section shall be final and nonappealable. 6 ( emphasi s

The natural reading of the statute limits the reach of A 314(d) to the
determination by the Director whether to institute IPR as set forth in A
314. 0

—'f—l-ﬂ‘

A The rationale is that 314(a) decision is a preliminary merits decision, which
will be reviewable on appeal after FWD. AWhet her a pe
complied with A 315(b) is not such a determination, as it has nothing to do
with the patentability merits or discretion not to institute. 0

FISH.
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Wi-Fi One: Appeal of Institution Decisions

AWhat parts of i nstit utnonappealdoe? ® S |

AfiWe do not decide today whAaMBHid4areal |

final and nonappealable. ©

A The approach the opinion takes seems to suggest that everything besides
A 314(a) would be reviewable.

A When are A 315 decisions appealable?
A After institution?
A After FWD?

A Too early for answers to these questions.

A Unlike this opinion will have much practical impact, as parties are good
about filing IPRs on time.

FISH.
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Standing to Appeal

A Anyone but the patent owner can file an IPR or PGR.

A 35U.S.C.A3 11 ( a )perdoiiivihé\ i} not the owner of a patent may file
with the Office a petition to institute an inter partes review ofthep at ent |.

A 35U.S.C.A3 2 1 ( a )perdoriivihé i} not the owner of a patent may file
with the Office a petition to institute a post-grant review ofthep at ent .

A No need to separately prove Article lll standing atthe Boardd i t 60 s |
court.

A But a party does not to have Article Il standing to pursue an appeal.
A Injury-in-fact (Concrete, imminent, particularized)
A Causation
A Redressability

FISH. .




Standing to Appeal: CAFC Decisions

A Generalized grievances by a patent challenger are not enough

A Phigenix, Inc. v. Immunogen, Inc., 845 F.3d 1168 (Fed. Cir. 2017)
A Appellant did not face a risk of an infringement suit on the patent.
A Appellant was not an actual or prospective licensee of the patent.
A Appellant did not allege it had any plans that might implicate the patent.

Alnstead, Appellant alleged that the pat
between the parties for licensing revenue.

A Consumer Watchdog v. WARF, 753 F.3d 1258 (Fed. Cir. 2014)
A Similar ruling, but for inter partes reexamination.

A Imminent risk of infringement suit confers standing

A PPG Industries, Inc. v. Valspar Sourcing, Inc., 679 F. A p p 1082 (Fed. Cir.
2017) (non-precedential)

A Patent challenger had launched product, and at least one customer reported being
contacted by the patentee about infringement.

A Patentee subsequently filed infringement suit.
A Estoppel provisions reinforced the injury.

FISH. &




Standing to Appeal: CAFC Decisions

A Parties do have standing to defend a favorable PTAB
decision.

A Personal Audio LLC v. Electronic Frontier Foundation, 867 F.3d
1246 (Fed. Cir. 2017).

A EFF had standing to appear, because the patent owner (appellant)
had filed the appeal and had standing to defend its patent rights.

FISH. 7




Altaire and Momenta: Standing to Appeal

FISH.
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