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Overview 
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ÅHow often? é bi-monthly

ÅWhen? é 2nd Wednesday

ÅTopics? é 

ÅImportant decisions

ÅDevelopments

ÅPractice tips

Å Housekeeping

ÅCLE

ÅQuestions

ÅMaterials 

Å http://fishpostgrant.com/webinars/

#FishWebinar

@FishPostGrant

http://fishpostgrant.com/webinars/


Agenda

ÅIntroduction and Overview of the PGR Appeals at 
the CAFC

ÅBest Practices

ÅImportant Recent Case Developments

ÅImportant Unresolved Questions
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#FishWebinar

@FishPostGrant



4

Introduction and Overview



Appeals Filed in Major Origins
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Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017

http://www.cafc.uscourts.gov/the-court/statistics


2017 Cases by Origin

6Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017

http://www.cafc.uscourts.gov/the-court/statistics


Breaking it Down Further
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Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as of October 

2017

https://patentlyo.com/patent/2017/10/federal-circuit-review.html


Historical Caseload - Overall
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Graph from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017

http://www.cafc.uscourts.gov/the-court/statistics


Mean Time to Disposition
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Data from http://www.cafc.uscourts.gov/the-court/statistics as of December 2017

http://www.cafc.uscourts.gov/the-court/statistics


Dispositions of CAFC Post-Grant Appeals
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Affirmed, 76%

Mixed, 12%

Reversed/Vacated, 
9%

Other , 3%

Affirmed Mixed Reversed/Vacated Other

Data from Docket Navigator, 03-12-2018



Rule 36
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The Stats
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Graph from Jason Rantanen at https://patentlyo.com/patent/2017/10/federal-circuit-review.html as 

of October 2017

https://patentlyo.com/patent/2017/10/federal-circuit-review.html
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Best Practices



At the CAFC

ÅStandards of Review are VERY Important

ÅLegal Issues: de novo

ÅFacts: ñsubstantial evidenceò

ÅEvidentiary Ruling: ñabuse of discretionò

ÅPTAB Rules: Chevron deference?

ÅExplaining things in a clear and understandable manner is VERY
important

ÅRemember, the average age of a Federal Circuit Judge is 69 years old

ÅSeveral have technical backgrounds, but most do not

ÅGeneral Rule ïnever use a technical term until you have explained what 
that term means

ÅAvoid using acronyms
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As Appellant
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DO:

Å Focus on legal errors, e.g. 

Å claim construction 

Å due process

Å improper obviousness analysis

Å If presenting a factual issue

Å Clearly explain the technology and why the 

Boardôs decision is erroneous.

Å Be Creative and persistent

Å No matter what, make the Court want to decide 

in your favor and give the Judges a basis for 

doing so.

DONôT:

Å Simply re-argue the case you presented before 

the Board.

ÅGet dragged down into fights you canôt win.

ÅGet stuck in ñsubstantial evidenceò jail.



As Appellee
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DO:

ÅStart by explaining the Boardôs decision and all 

of the substantial evidence supporting the 

Boardôs decision.

Å Protect yourself against all-out reversalsð

make sure that the Court understands if there 

are undecided issues that need to be 

addressed.

Å Present your case in a straightforward way that 

makes the Court feel comfortable with 

affirming.

DONôT:

Å Simply accept how appellant has framed the 

issues. If what is being appealed is just facts, 

call that out.

Å Get drawn into factual dispute.  The Board 

decides the facts. All that matters is ñsubstantial 

evidence.ò



Before the Board ïPrepare for Appeal
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ÅMore likely than not, there is going to be an appeal.

ÅSubstantial majority of Board decisions are appealed, as appeals are 
generally very cost-efficient.

ÅThink about issues that might be appealed.

ÅHighlight appealable issues in briefing before the Board preemptively.

ÅLots of case-specific strategy as to whether you want to propose explicit 
claim constructions.

Å Creates a legal issue to appeal, which may or may not be good.

ÅLook for opportunities to create ñlegalò issues.

ÅE.g., ñjudicial estoppelò as we had in a recent case

ÅThink about the decision you want the Board to write, and how you want to 
win.

ÅHave your expert, somewhere in the declaration, provide some 
background about the technology that can be cited in appellate briefs.
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Case Law Developments: 
CAFC



Aqua Products: Amendments
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Aqua Products: Amendments

Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017) 
(en banc)

ÅNo clear majority opinion.

ÅBurden of persuasion.

ÅPatent Owner does not have the burden of persuasion w/r/t establishing the 
unpatentability of proposed amended claims.

ÅUnsettled whether PTO could, via rulemaking, place the burden of persuasion 
on the Patent Owner.

ÅBurden of production?

ÅStatute requires patent owner to file a ñmotion to amend the patent.ò

ÅAs such, some sort of burden will remain with the patent owner, but the 
ultimate burden of persuasion as to the patentability of substitute claims will lie 
with the petitioner.
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Aqua Products: Amendments

Aqua Products, Inc. v. Matal, Appeal No, 15-1177 (October 4, 2017) 
(en banc)

ÅThe PTAB is still trying to determine the practical implications of Aqua 
Products.

ÅOur experience has been that various Board members read Aqua 
Products quite differently.

Å Some members believe (correctly?) that Aqua Products left the general 
structure intact and that the Patent Owner bears the burden of production.

ÅOther members seem to be more hardline, believing that the petitioner has all 
of the burden.

ÅStill an open question as to whether the Board can, on its own, conduct 
an examination of proposed substitute claims and find issues that the 
petitioner has not identified.
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Wi-Fi One: Appeal of Institution Decisions
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Wi-Fi One: Appeal of Institution Decisions

ÅCourt finds PTAB decisions relating to time-bar ARE reviewable on appeal.

ÅñStarting with the statutory language, Ä314(d) provides that ñ[t]he 
determination by the Director whether to institute an inter partes review 
under this section shall be final and nonappealable.ò (emphasis added). 
The natural reading of the statute limits the reach of Ä314(d) to the 
determination by the Director whether to institute IPR as set forth in Ä
314.ò

ÅñIn contrast, Ä315(b) controls the Directorôs authority to institute IPR that 
is unrelated to the Directorôs preliminary patentability assessment or the 
Directorôs discretion not to initiate an IPR even if the threshold ñreasonable 
likelihoodò is present.ò

ÅThe rationale is that 314(a) decision is a preliminary merits decision, which 
will be reviewable on appeal after FWD.  ñWhether a petitioner has 
complied with Ä315(b) is not such a determination, as it has nothing to do 
with the patentability merits or discretion not to institute.ò
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Wi-Fi One: Appeal of Institution Decisions

ÅWhat parts of institution decisions are ñfinal and nonappealable?ò

ÅñWe do not decide today whether all disputes arising from ÄÄ311ï14 are 
final and nonappealable.ò

ÅThe approach the opinion takes seems to suggest that everything besides 
Ä314(a) would be reviewable.

ÅWhen are Ä315 decisions appealable?

ÅAfter institution?

ÅAfter FWD? 

ÅToo early for answers to these questions.

ÅUnlike this opinion will have much practical impact, as parties are good 
about filing IPRs on time.
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Standing to Appeal

ÅAnyone but the patent owner can file an IPR or PGR.

Å35 U.S.C. Ä311(a) (ñ[A] person who is not the owner of a patent may file 
with the Office a petition to institute an inter partes review of the patent.ò)

Å35 U.S.C. Ä321(a) (ñ[A] person who is not the owner of a patent may file 
with the Office a petition to institute a post-grant review of the patent.ò)

ÅNo need to separately prove Article III standing at the Boardðitôs not a 
court.

ÅBut a party does not to have Article III standing to pursue an appeal.

ÅInjury-in-fact (Concrete, imminent, particularized)

ÅCausation

ÅRedressability
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Standing to Appeal: CAFC Decisions

ÅGeneralized grievances by a patent challenger are not enough

ÅPhigenix, Inc. v. Immunogen, Inc., 845 F.3d 1168 (Fed. Cir. 2017)

Å Appellant did not face a risk of an infringement suit on the patent.

Å Appellant was not an actual or prospective licensee of the patent.

Å Appellant did not allege it had any plans that might implicate the patent.

ÅInstead, Appellant alleged that the patentôs existence might increase competition 
between the parties for licensing revenue.

ÅConsumer Watchdog v. WARF, 753 F.3d 1258 (Fed. Cir. 2014)

Å Similar ruling, but for inter partes reexamination.

ÅImminent risk of infringement suit confers standing

ÅPPG Industries, Inc. v. Valspar Sourcing, Inc., 679 F. Appôx1002 (Fed. Cir. 
2017) (non-precedential)

Å Patent challenger had launched product, and at least one customer reported being 
contacted by the patentee about infringement.

Å Patentee subsequently filed infringement suit.

Å Estoppel provisions reinforced the injury.
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Standing to Appeal: CAFC Decisions

ÅParties do have standing to defend a favorable PTAB 
decision.

ÅPersonal Audio LLC v. Electronic Frontier Foundation, 867 F.3d 
1246 (Fed. Cir. 2017).

ÅEFF had standing to appear, because the patent owner (appellant) 
had filed the appeal and had standing to defend its patent rights.
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Altaire and Momenta: Standing to Appeal
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